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DETAILED ACTION 


1. Applicant's submission of new claims 13-14, amendments to claims 4 and 10-12, 
as well as amendments to the specification filed on 12/07/2006 are acknowledged. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. The objection to the specification is withdrawn in light of Applicants' 
amendments. 

4. The objection to claim 1 0 is withdrawn in light of claim amendments. 

5. The rejections of claims 4 and 11-12 under 35 U.S.C. 112, second paragraph, 
are withdrawn due to claim amendment. 

6. The rejection of claim 10 under 35 U.S.C. 102(b) is withdrawn in light of claim 
amendment. 
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Claim Rejections - 35 USC §112 


8. The rejections of claims 4 and 10-12 under 35 U.S.C. 112 first paragraph, as 
failing to comply with the written description requirement, are withdrawn in light of claim 
amendments. 

9. The rejections of claims 1 1 and 1 3 under 35 U.S.C. 1 1 2 first paragraph for 
enablement are withdrawn due to claim amendments. 

10. Claims 10 remains and claims 13 is rejected under 35 U.S.C. 1 12, first 
paragraph, because the specification, while being enabling for transgenic plant/plant cell 
expressing an exogenous copy of plant H2A histone gene, does not reasonably provide 
enablement for any plant histone gene. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention commensurate in scope with these claims, for the reasons of 
record stated in the Office action mailed September 19, 2006. Applicants traverse in 
the paper filed December 07, 2006. Applicants' arguments have been fully considered 
but were not found persuasive. 

Applicants argue that based on the guidance of the specification regarding 
transformation efficiency and histone genes, a skilled artisan can readily practice the full 
scope of the invention as claimed (response, page 4, the second paragraph from 
bottom of the page). However, The specification only teaches that overexpression of 


Application/Control Number: 10/766,389 Page 4 

Art Unit: 1638 

RATS gene encoding a H2A histone protein in wild type Arabidopsis plant improves the 
transformation efficiency, histone genes also encompass at least genes in H3, H4, H1 , 
H2A and H2B subfamilies. Neither the specification nor the prior art provides evidence 
to demonstrate that overexpressing of a plant histone protein other than a H2A histone 
protein could also increase transformation efficiency. The Applicants further state that if 
necessary, post-filing evidence regarding transformation efficiency of additional histone 
genes can be provided by the applicants. Applicants are reminded that any further 
information must be supported by the original specification. 

In conclusion, given claim breadth, unpredictability of the art, and lack of 
guidance and additional working example, undue experimentation would have been 
required by one skilled in the art to practice the invention in full scope. 

Double Patenting 

1 1 . The provisional statutory type double patenting rejections of claims 1 1 and 1 2 are 
withdrawn in light of claim amendments. 

12. Claims 4 and 10 remain and claims 11-14 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
claims 8, 13, and 24 of copending Application No. 10/664,658 ('658), for the reasons of 
record stated in the Office action mailed September 19, 2006. However, Applicants 
state that if claims of the present application are found allowable, applicants will 
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appropriately file a terminal disclaimer and/or cancel the conflicting claims in the co- 
pending application 10/664,658 (response, page 5, 3 rd paragraph). 

13. Claims 4 and 10-12 remain and claims 13-14 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
claim 12 of copending Application No. 10/098,161, now U.S. Patent No. 7,122,716 
(claim 5), for the reasons of record stated in the Office action mailed September 19, 
2006. Applicants traverse in the paper filed December 07, 2006. Applicants' arguments 
have been fully considered but were not found persuasive. 

The Applicants argue that patent 716 does not have any claims related to 
plant or plant host cell. It is true that claim 12 of copending Application No. 10,098,161 
or claim 5 of patent 716 is drawn to a method for increasing the Agrobacterium 
transformation efficiency using a host plant expressing transgenically RATS of 
Arabidopsis encoding a H2A histone. However, the claimed transgenic plants in instant 
claims obviously would be produced by the method of claim 5 of patent 716. 

Summary 

Claims 4 and 10-14 are rejected. 
No claim is allowed. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will, expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Li Zheng whose telephone number is 571-272-8031. 
The examiner can normally be reached on Monday through Friday 9:00 AM - 5:30 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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